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Attorney Docket No. 7222-69477

| IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 75/457,081: MISCELLANEQUS DESIGN
: (Super Bezel)

_Published in the Qjﬁga_l_ﬁgzg_t_t_q of June 5, 2001 in Intemational Class 9

AUTO METER PRODUCTS, INC.,

OLD WORLD INDUSTRIES, INC., )

and ' )

SPLITFIRE INTERNATIONAL, INC. )
' ) Opposition No. 150,094

Opposers )

)

V. )

)

)

)

)

Applicant

MOTION TO QUASH THE NOTICE OF TESTIMONY DEPostTloN OF RAM DATE
AND FOR ENTRY OF PROTECTIVE ORDER

Applicant, Auto Meter Products, Inc. (“Auto Meter™), hereby moves to quash the Notice
of Testimony Deposition served by Opposers on February 25, 2003, and moves for a Protective
Order under F.ed.R,C*iv.P. 37 and TBMP §512 barring the testimony deposition of Opposers’
new, undisclosed technical expert, Ram Date. Opposers’ identification of this new expert is
untimely, highly prejudicial, and he is proffered for improper rebuttal testimony.

- Opposers filed this action to prevent the registration of Applicant’s, Auto Meter’s

distinctive Super Bezel trademark. The Super Bezel is mounted on Auto Meter’s high
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performance, after market automotive gauges and tachometers.! For more than 30 years, Auto
Meter has continuously and exclusively used, and extensively promoted, the Super Bezel as one
of Auto Meter’s most recognized trademarks. In 1995, Auto'Meter registered thé Super Bezel on
the Supplemental Register and now seeks registration on the Principie Register. Opposers’s
alleged in their Notice of Opposition, infer alia, that the Super Bezel is merely functional.

On February 25, 2003, three months after the close of Opposers’ testimony period and
more that eight months after the close of discovery, Opposers served Auto Meter with a notice
of the tesiimony deposition of a previously undisclosed, technical expert, Mr. Ram Date. (See
Exhibit 2). Opposers did not identify any technical expert during discovery, or in supplemental
producﬁon or testimony, notwithstanding Auto Meter"s interrogatory specifically requesting the
identification of all of OpposersA’ experts. See TBMP §_419(7)(identities of experts must be
disclosed). Opposers, moreover, did not even suggest that they were relying on technical or
scientific evidence for any purpose in this case, even though Auto Meter provided advanced
notice’ in discovery that it would rely on such evidence to rebut Opposers’ functionality
allegations.

Opposers’ only comment on the purpoée and relevance of their new expert is that
Opposers “anticipate” that expert will testify on “functionality.” Opposers, however, were
required to fully support their functionality allegations with el of their competent evidence in
their case in chief. Opposers’ cannot proffer an undisclosed expert to shore up the deficiencies

in their case on rebuttal as a matter of law.

1 A copy of the published drawing of the Auto Meter registration application for the Super
Bezel is attached as Exhibit 1.
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Auto Meter also cannot properly prepare to cross-examine Opposers’ new expert on his
undisciosed opinions, and by withholding any mention of this new expeft until their rebuttal
period, Opposérs dény Auto Meter ary opportunity to respond with its own expert wimesé(es) to
0ppo$ers’s new expert’s surprise opinions. Thus, there can be no question that Auto Meter is
highly and unfairly prejudiced by Opposers’ untimely and improper proffer of its new expert.

| Opposers’ Notice of Testimony should be quashed and a protective order should be
entered prohibiting any testimony or opinidns from Mr. Date under Fed. R. Civ. P. 37.
BACKGROUND

On July 2, 2001, Opposers filed their Notice of Opposition alleging that the Super Bezel
mark is functional. Opposers allege that the distinctive features of Auto Meter’s Super Bezel
mark are necessary to protect and to hold the cover glass of a high performance gauge of
tachometer to the instrumeﬁt, and to prevent glare from occurring on the face of the cover.
Discovery closed on June 7, 2002. Opposers and Auto Meter have completed their respective
cases in chief, and Opposers’ rebuttal trial testimony period opened on March 6, 2003.

On February 28, 2002, Auto Meter served its interrogatory requesting the identity of all
expeﬁs that Opposers intended to reiy upon in this case pursuant to Fed.R.Civ.P. 33 and TBMP
§419(7). (See Exhibit 3, Int. No. 25). Opposers initially refused to answer Auto Meter’s
interrogatory and rebuffed Auto Meter’s attempt to resolve the dispute through negotiation. (See
Exhibit 4). On June 7, 2002, the last day of discovery, Opposers finally relented and answered
the interrogatory by disclosing a single witness, Mr. Yorham Wind, a purported survey expert.
(See Exhibit No. 9). Acknowledging their disclosure obligations, Opposers also provided Mr.
Wind’s expert report, and produced him for his deposition. (See Exhibit 3-). Opposers’ survey

3
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expert oniy critiqued the §roc§dures used by Auto Meter’s the survey expert, Mr. John Bunge,
whose surveys concl’usively showed the strong secondary meaning established in the Super Bezel
mark. Opposers, did rot disclose or even suggest that they would call any additiona!i expeﬁ |
witnesses. H |

On May 3, 200?, Auto Meter further took the Rule 30(b)(6) Deposition of Opposers’
Brand Marketing Manz;ger, Michael Sheridan, who was designated as Opposers’ corporate
representative to testify on “[a]ll facts, evidence and allegation supporting Opposers’ allegation
that the Super Bezel is merely functional and does not serve as a trademark.” (See Exhibit 5,
topic 7, Exhibit No. 6, pp. 10-11). Mr. Sheridan also was Opposers’ only witness during their
case in chief during the trial phase of this case.

In Mr. Sheridan’s discovéry deposition, Opposers revealed that their functionality
allegations were not based on any engineering studies, technical or expért opinions, but were
based only on Mr. Sheridan’s subjective assumptions and opinions. For example, Mr. Sheridan
testified as follows:

Q. Have you done any engineering studies to determine whether the Super Bezel is
better or worse in protecting against glare as other bezel designs?

A. No, just from a practical standpoint.

Q. Do you have any background from a scientific or practical standpoint that would
allow you to say that the Super Bezel is better at preventing glare than other bezel
designs.

A. No.

Q. So as far as the glare protection aspect, that is one assumption on your part, that it is
better at protecting glare than other bezel designs?

A. Practical assumption.
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(Exhibit 6, pp. 104-105)
* : * R ok * *

Q. Do ydu have any scientific evidence or studies to show that it is better or worse?

A. No, I donot.
(Exhibit 6, pp. 118, lines 10-12)
* . * * *. ®
Q. Idon’t wantto teStify. But my question is you have done no studies?

A. No, I have not.

Q. You haven’t studied them in a car, actually mounted in a car to determine whether in
fact they’re blocking glare?

A. No. I( -
Q. Now, as far as the ability to prevent damage to the glass, have you done any studies,

or is there any evidence that Old World or Splitfire has available to them that the bezel-
they use or any of these bezels, actually, protect their covers from damage?

A. No.
© (Exhibit 6, pp. 118-119, lines 21-24, lines 1-10)

* * * * * * *

Q. Now, as far as the ability to prevent damage to the glass, have you done any studies,
or is there any evidence that Old World or Splitfire has available to them that the bezel
they use or any of these bezels, actually protect their covers from damage?

A. No,

* * * * * * *

Q. So would it be fair to say that Old: World and Splitfire have no evidence that in fact
any of these bezels really do protect against damage when they are in use?
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A. Correct.?
(Exhibit 6, pp. 118-119.)

Opposers, were given ample opportunity to discover the bases for Auto Meter’s denial of
their “functionality” cléims. Opposers deposed Aufo Meter’s former President, Mr. John
Westberg on the design, development and alleged function of the Super Bezel mark, Mr.
Westberg is a mechanical engineer and the creator of the Super Bezel. He also designed and
developed Auto Meter’s high performance automotive gauges, meters and other instruments for
over 30 years.}

Mr, Westberg, in fact, was cross examined on the issue of functionality, and he
summarized the technical, engineering and scientific reasons establishing that the Super Bezel is

~ not functional, does not protect égainst glare and does not prevent damage to the cover glass.
(Exhibit 8, pp. 83-88). He compé.red Auto Meter’s Super Bezel with industry standard bezels

specified by the Socicty of Automotive Engineers, and briefly explained the physics of light

2 Mr. Sheridan’s teétimony during Opposers’s case in chief did not materially differ from
his discovery deposition testimony.

3 In its interrogatory answers, Auto Meter identified Mr. Westberg as a “percipient
witness”, knowledgeable on development and use of the Super Bezel and knowledgeable on the issues of
the case, which of course, included Auto Meter’s denial of Opposers’s functionality allegations. (See
Exhibit 7, Resp. 3, 4, 18 and 19). Opposers, however, did not propound an interrogatary directed to the
issue of functionality or the bases of Auto Meter’s denials. Mr. Westberg also submitted declarations
and arguments in support of Auto Meter’s application establishing that the Super Bezel is not finctional
during the prosecution of the application.
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reflection to gauges and fachometers. (See Exhibit 8, pp. 85-88). Opposers did not follow up
with further questioning of Mr Weétberg on those or other functionality issues.*

Thus, well before the close of discovery in June 2002, Opposers were fully én notice of
(1) the‘deﬁciencies of their functionality evidence; (2) Auto Meter’s technical and scientific
rebuttal to Opposers functionality claims, and (3) Mr. Westberg’s expected trial testimony on
that issue.v Opponents, therefore, had ample opportunity to locate a technical expert to allegedly
support their allegations, to identify him before the close of discovery, and to proffer his efcpert
technical opinions and/or evidence in their case in chief. That Opposers elected not to do so was

a deliberate decision that cannot be reversed at this stage in the trial of this action.

ARGUMENT

The Board’s longstanding rules and authorities prohibit Opposers attempt to proffer the
undisclosed expert, Mr. Date, and his improper rebuttal testimony. That Opposers failed to
disclose his identity during discovery is sufficient alor}e to bar Mr. Date. Seé P;cd. R. Civ. P. 37.
Moreover, Opposers’s broad description of his expected testimony unequivocally establishes that
this testimony could only properly be introduced during Opposers’ case in chief.

A. | Opposers Faimre To Disclose Mr. Date Requires That He Be Stricken

Opposers were expressly required under Fed R.Civ.P. 33 aﬁd The Trademark Trial and

Appeal Board Rules to identify their new expert during discovery, and certainly well in advance

4 Mr. Westberg’s trial testimony was very similar to his deposition testimony, with an
explanation and demanstration of, the engineering and physics principles discussed in his discovery
deposition. : ' '

7
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of their opening trial period. Under TBMP §419(7), a party must disclose at least the identity of
its expené, and TBMP §412.03 and Fed.R.Civ.P. 26(e) required the timeiy supplementation of
that respoﬁse through other discovery (i.e. depositions) or written notice. Absent this rule, it is
impossible (as it is hére) for an applicant to prépare for an opposers’ expert trial testimony.

As mentioned ébove, Auto Meter served the required interrogatory, and Opposers
eventually acknowledged their duty to respond by identifying only their survey expert. Opposers
cite no rule of Federal Civil Procedure or the Board (bccauée there is none) permitting them to
object to identifying other experts (as “work broduct or otherwise) for the first time nine business
days before the start of their rebuttal period. See e.g. American Cyanamid Co. v. Microsurge,
Inc., 1997 TTAB LEXIS 128, p. 3 (TTAB 1997) (party cannot object to discovery requests and
then offer evidence on the s.ubject. of those requests at triaD.

Opposers have had over one and a half years after filing their Notice of Opposition to
locate a technical expei't to support their functionality allegations. Furthennore, as discussed
supra, Opposers were on hoifce that they required such an expert to have any hope of supporting
their claim. That Opposers realized during Auto Meter’s case in chief that tfley needed an expert
is no excuse for sandbagging Auto Meter with their undisclosed expert.

The prejudice to Auto Meter is manifest. Auto Meter cannot now prepare to cross
examine an entirelsr new witness. Moreover, after asserting during discovefy and during their

case in bhief that they relied only on Mr. Sheridan’s unsupported assumptions and opinions.

‘Opposers would deny Auto Meter an opportunity to counter Opposers’s new expert’s testimony,

as Auto Meter is not permitted surrebuttal. Therefore, a protective order striking Opposers’
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Notice of Testimony and excluding the new experts testimony is required to prevent undue
prejudicé to Auto Meter and in the interests of faimess and due process; See Fed. R. Civ. P. 37.

B. | Opposérs’ New Expert Further Is An Improper Rebuttal Witness

By alleging iﬁ their Notice of Opposition that the Super Bezel xﬁark was functional,
Opposers were required to come forward with all of their testimony and evidence allegedly
supporting their allegations in their case in chief. This is long established black letter law before
the Board. See e.g. Ritz Hotel Ltd v. Ritz Closet Seat Corp., 17 USPQ 2d 1466, 1469 (TTAB
1990)(rebuttal expert testiinony stricken); Hoyle Knitting Mills, Inc. v. T. J. Magnolia, Inc., 12
USPQ 2d 1720, 1726 (TTAB 1989); Logic on, Inc. v. Logistic on, Inc. 205 USPQ 767, 768 n.7 |
(TTAB 1980); General Electric Co. v. Graham Magnezics, Inc. 197 USPQ 690, 692, n. 5 (TTAB
1977)3 |

In their case in chief, Opposers offered a single witness, Mr. Sheridan, to teétif,y on all of
the issues _alleged in its Notice Of Opposition, including their speculative and unsupported
functionality allegations. In Auto Meter’s case in chief, Mr. Westberg, established a compelling _
rebuttal record that the Super Bezel was #on-functional in accordance with his deposition
testimony and assisted with demonst;a.tive evidencé and other proper record evidence.

Opposers’s new expert plainly is not proffered to any deny or discredit any Jacts that
were the subject of Auto Meter’s case in chief, or to explain Mr. Sheridan’s testimony from

Opposers’ case in chief. Indeed, Opposers do not even suggest that their new expert is

s  See also Yamaha Intern. v. Hoshino Gakki, 6 USPQ2d 1001, 1004 (Fed. Cir. 1988);
Dans un Jardin v. Le Jardin Des Plantes, 226 USPQ 956, 957 n.4 (TTAB 1985); Pekor Iron Works, Inc.
v. Pennsylvania Engineering Corp. , 181 USPQ 660, 663 (TTAB 1974); Leon Products, Inc. v.
Associated Products, Inc., 177 USPQ 94, 95 n. 3 (TTAB 1973).

9
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personally knowledgeable about any of the facts in this case. Certainly, any purportéd
explanation of Mr. Sheridan’s testimony by an expert would be inadmissable and incompetent.
Fed.R.Evid. 602 and 802.

Opposers’ letter accompanying this Notice of Testimony leaves no question that he is
proffered solely to offer opihions to shore up Opposers’ woefully in adequate functionality
allegations. The TTAB in General Electric, 197 USPQ at 692, n. 5, however, explained that this
is improper in rebuttal and simply not permitted (emphasis added):

Evidence which should constitute part of Opposer’s case in chief but which is made of

record during the rebuttal testimony period is nor considered if applicant objects. See

Leon Products, Inc. v. Associated Products, Inc., 177 USPQ 94 (TT&A Bd. 1973).

Applicant is entitled to an opportunity to rebut, during its testimony period, any

testimony and evidence proffered in support of the allegations in the notice of

opposition. This opportunity is foreclosed if opposer withholds the evidence until its
rebuttal testimony period, which is intended to be limited to denials, refutations or
explanations of applicant’s testimony and evidence.

The Board does not permit the use of rebuttal to “bolster opposer’s testimony-in-chief or
close the holes therein.” Pekor , 181 USPQ at 663; see also Leon Products, Inc. v. Associated
Products, Inc., 177 USPQ at 95 n. 3 (alleged rebuttal evidence which should have 'been presented
in opposer’s case in chief stricken). This rule was established for the due process requirements
of an opposition trial. Otherwise, an opposer would have every incentive to sandbag an applicant
(as Opposers have done here), by introducing clearly inadequate evidence in its opening case,

and withholding necessary expert and other testimony until rebuttal where it could not be

answered by the applicaht."

6 Under the Board’s Rules, Auto Meter could not move for a judgment as a matter of law
at the close of Opposer’s case in chief to keep these Opposers honest in this respect. TBMP §§502.01
and 535.04.

10
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Opposers further can offer no legitimate reason for failing to present the opinions and of
their new expert during their cése in chief in view of Auto Meter’S dénial of their functionality.
allegations, the cross examination of Mr. Sheridan during discovery revgaling the lack of any
technical or scientific 'bas.es for Opposers’ functionality allegations, én‘d Mr. Westberg's
discovery testimony on the technical and scientific bases for Auto Meter’s denial of Opposers’
allegations. Indeed, as méntioned above, given over a year _to prepare for its case in chief,
Opposers can assert proper purpose for springing an entirely new expert witnesses in rebuttal on
an issue for which théy were required to establish a prima facie case in their opening testimony
period. Yamaha Intern. v. Hoskino Gakki, 6 USPQ 2d 1001, 1004 (Fed. Cir.. 1988).

CONCLUSION

Auto Meter réspectfully requests that its motion to quash the Notice of Testimony |
Deposition of Ram Date be granted and that a Protective Order excluding all testimony or other
evidence from Mr. Date be entered under Fed.R.Civ.P. 37 and TBMP §521.

Respectfully submitted,

Dated: March 7, 2003 AUTO METER PRODUCTS, INC.

Philip E/Petti
Sandra V. Scavo

120 South LaSalle Street
Suite 1600 .
Chicago, Illinois 60603-3406
312-577-7000

Attorneys for Applicant
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CERTIFICATE OF SERVICE

This is to certify that a copy of the foregoing MOTION TO STRIKE NOTICE OF
TESTIMONY DEPOSITION OF RAM DATE AND FOR ENTRY OF PROTECTIVE ORDER was caused to be
served on counsel for Opposers in the manner set forth below and addressed to:

Via Facsimile and First Class Mail

Sanjiv D, Sarwate
Pattishall, McAuliffe, Newbury, Hilliard & Geraldson
311 South Wacker Drive
Suite 5000
~ Chicago, IL 60606

this 7* day of March 2003.

— ] ’

/A 7"/@2:

An Attormey géf“ Applicant
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PUBLISHED DRAWING PAGE OF AUTO METER
APPLICATION OF THE SUPER BEZEL

EXHIBIT |

éceived from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]

E——



MAR 07 2003 6:18PM HP LASERJET 3200

/’" ! !"\ L / ,_/ .... N
A 77485708
APPLICANT: ' Aufo Meter Products Inc.
ADDRESS: 413 W. Elm Street ' ;:w e
| Sycamore, IL 60178 E};ﬁbﬁ"";a‘
FIRSTUSE: At least as early as 1968 s e
FIRST USE INTERSTATE f
COMMERCE.: At least as early as 1968
GOODS: ‘ Automotive measuring instruments, namely oil pressure,

water temperature, vacuum, ammeter, volt meter, fuel
pressure, fuel level and oil temperature gauges, hourmeters,
-speedometers and tachometers for the automotive
aftermarket o

- ATTORNEYS: J. Paul Williamson
Carla C. Calcagno ‘
HOWREY SIMON ARNOLD & WHITE, LLP
750 Bering Drive
Houston, Texas 77057
(202) 289-0229
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FEBRUARY 25, 2003 LETTER
| FROM OPPOSERS’ ATTORNEY and
NOTICE OF TESTIMONY DEPOSITION OF RAM DATE
to commence March 14, 2003

EXHIBIT2
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"’_--'fPA’T'Kr'iS'H_ALL .MGAULIFFE NEWBURY HILLIARD & 'GERALDSON"
e , V urowsvs AT uw T '

surre sooo j .

S SOUTH WACKER DRIVE, S

D "CHu.Ac.o. ILLINOIS 60606 - -
Dok mz! 554-8000

 rAcsumILE
" (312) §54-8018

Atinnouu VA orncr
SUITE 5§50
. 1700 "DIACONAL I.OAD .
ALEXANDERIA, YIRCINIA' 22314
(703) 804-735
| EAESIMILL

SANJIV . Sanwne -
r (111)154 7975
uarwne@puuihall mm :
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Ram Date
20867 Veranda Dr
Novl, M! 48375
(248) 34B.T675
pgdate@yahoo.com

BACKGROUND SUMMARY

phases of automotive systems and components design.
gn from inception through product launch. Proven
d customer interface. Excellent interpersonal and tsam

_Extensive and diverse experience in all
*Demonstrated expertise in product dest
“strengths in detailed design, analysis an
uilding skills.

PROFESSIONAL EXPERIENCE

..,Vi#_gp_r_!___é_oiporation!Fbrd Motor Company, Dearborn, MI

Engineering Supervisor ‘ © 1980-2001
‘Responsible for Technical and Financial Success of Design Projects. Supervised one
loped advanced instrumentation concepls andleda .

‘engineering design section, deve
“support team fo transfer production of some components to a new joint venture (JV) in

China.

Led a team that designed and launched the instrument cluster for 1996 Taurus carfine.
Supervised a team to transfer clocks, lamp outage modules, radio amplifiers, instrument
‘clusters and radios to a Joint venture company in China., _

Designed a cluster for a South American customer (AutoLatina) and simultanesously
transferred design technalogy to our Brazil team. -
Developed advanced instrumentation concepls. The LED pointer is currently in

production on the Lincaln Continental instrument cluster. .
Developed a scheme of gear combinations such that one standard odometer aesign can
be used for different inputs (6000 Revs per mila Vs. 5000 Revs per km) and different

displays (miles Vs. km).

1984-1990

: F‘l"'ofdﬁCt’Design Engineer .
tion products for outside customers (Mazda and

‘Designed and Developed instrumenta
- Nissan).

-+ Interfaced with Componant Suppliers and Customers. -
e Wrote an Assembly Language program for the Vehicle Maintenance Mo
* /1988 Thunderbird for monitoring the Engine Cil Condition.
= “Develop
- .-anon-Ford customer (MAZDA). The ciuster was delivered on time and met Japanese
- quality levels. : .
-« Effectively utilized Ford warranty system to analyze data and pinpoint warranty
... - problems to achieve yearly cost reduction and quality improvement goals.
“a . Successfully packaged Instrument clusters In the Instrumant Panel (IP) for the Villager

AR " "and the Quest minivans.
© " s " Fully experienced in all aspects of WERS system.

nitor for the
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Ram Date

1979-1984 .

o Computer Applications Engineer
ecialized engineering Applications.

g _Developed in-house computer programs for sp

:""'"".I_D_é'veloped 2 CAD program for laying out smooth traces for printed wiring boards.

: Wrote a program to automat

’equipment. _
Wrote database applications for tracking program timing and for component fallure

analysis. . _ , _
' ‘ track design projects for timely design reviews.
| 1976-1979

:Pro.t.!i.ii:t Design Engineer
Design Instrument Clusters and Cloc

ering for mechanical clock movements, drum digital clocks,

ks for Automotive applications.

designs. ' » ' : .
Performed lighting development, mechanical packaging, tolerance stack-up analysis,
design verification (DV) testing and Fallure Mode and Effects Analysis (FMEA] far

instrument cluster designs. ‘
'EDUCATION

“M.B.A,, Finance and Computer Programming, University of Detroit 1979
M.S., Mechanical Engineering, Kansas State University - 1969

L "f'_;B:.'_:_S'.,;Me_a'chanical Engineering, Marathwada University, Aurangabad, India, : 1964

ADDIT!ONAL SKILLS and COURSES

 Programming Knowledge and Experience in FORTRAN, BASIC, C++, COBOL and Assembly
Language. Expert in EXCEL, Familiar with PROJE Sclid Medeling and AUTOCAD. ,
- Dale Cameqgie Course

Facilitation Skills

S " 8t Electronics for Mechanical Engineers
Lo = Quality Function Deployment Finite Element Analysis Awareness
e -~ Plastic Part Design ‘ - Robotics Overview

.. - Applied Geometric Dimensioning & Tolerancing '

 Design for Assemnbly
1= Taguehl Methods
- = Statistical Process Contrals

)

Technical Afflliations

RRR 'Merﬁbéh of American Society of Mechanical Engineers
e _.‘_Member'of Soclety of Automotive Engineers '
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lN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AN'D APPEAL BOAR.D

Ry __ 1,, m\, Mmu oprphcatlon Serjal No. 75/457,081: MISCELLANEOUS DESIGN
(‘Bezel) RN

pe Pubhshed m the Q_ﬁ_ﬂﬁg‘ﬂg of Jupe 5, 2001 in Internat:onal Class 9

- om wom m:ousmms INC,,

SPLITFIRE INTERNATIONAL, INC.

Oppositon No. 150,094
AUTO METER PRODUCTS, INC.,
* Fitch. Even, Tabin & Flannery

1120 South LaSalle Swreet, Suite 1600 '
i', Chj_cggc Nlinois 60603-3406

____;'Datc, commencmg on Friday, March 14, 2003 ni 1000 a.m._:at"'Esqmre

L ‘-:Scmccs. One North Main Building, 101 North Mam Sn'eet Smtc 420 Ann Arbor,

. M”xchu,an 48 104 The deposition will take place 'bcfore a qualxﬁed court reponcr.who 1s ,"'

" e ’authonzed to ndm:.mster oaths.

You are fnvited to attend and cross-examine. Lo

atenge,n -
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PATTISHALL MCAULII‘I'E NEWBURY

David €. Tolad &
- -Sanjiv D. Sarwate -

311 South Wasker the, Smt 5000 :

- Chicago, finais 60606 .
' (312) 554-8000
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OPPOSER’S ANSWERS TO APPLICANT’S
FIRST SET OF INTERROGATORIES
(pages 1, 11 & 15 only)

EXHIBIT 3
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~

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

AUTO METER PRODUCTS, INC.,

In the Matter of Application Serial No. 75/457,081: MISCELLANEOUS DESIGN
‘ (Bezel)
Published in the Official Gagzette of June 5, 2001 in International Class 9
OLD WORLD INDUSTRIES, INC,, )
| )
and )
)
SPLITFIRE INTERNATIONAL, INC, )
‘ - )
Opposers )
) Opposition No.
V. )
)
)
)
)

Applicant.

OPPOSER'S ANSWERS TO APPLICANT'S FIRST SET OF INTERROGATORIES

Opposers Old World Industries, Inc. and Splitfire International, Inc. ("opposers"), answer

and ob_]ect to apphcant's first set of interrogatories as follows

General Objections

1. Opposers object to applicant's interrogatories, including the instructions and
definitions, to the extent they seek information that is protected by the attorney-client
privilege or work product doctrine.

2. Opposers object to applicant's interrogatories, including the instructions and
definitions, to the extent they seek information that is irrelevant and not calculated to
Jeadto the discovery of admissible evidence.

3. Opposers object to applicant's interrogatories, including the instructions and
definitions, to the extent they impose an undue burden or obligations beyond those set
forth in the Trademark Trial and Appeal Board Manual of Procedure or the Federal -
Rules of Civil Procedure.

4. Opposers object to applicant's interrogatories, including the instructions and
" definitions, to the extent they seek production of information or documents containing
confidential business information, which will not be disclosed until entry of an
appropriate protective order.

101409v6
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e  Sunpro
. Greddy

Interrogatory Neo. 24

Identify all parties who manufacture or produce automotive gauges, meters and/or
tachometers that include the bezels for Splitfire, including those manufacturers
outside the United States.

ANSWER
Opposer object to this interrogatory because it is unduly burdensome and seeks

confidential business information that will not be produced prior to entry ofan
appropnate protecnve order.

Interrogatory No. 25

Identify all experts which have at any time been retained by Splitfire for this
Opposition, including their opinions and supporting bases and all documents and
information considered by the experts.

ANSWER

Opposers object to this interrogatory to the extent it seeks information about consulting
experts whose identity is protected by the work product doctrine. Subject to and without
waiving this objection, opposers have not made any determination as to whether they will
rely on the testimony of an expert in this proceeding, and reserve the right to supplement
this answer as appropriate.

Interrogatory Ne. 26

Identify all surveys and proposed surveys conceming automotive gauges, meters
and tachometers conducted at the request of Splitfire, including but not hmlted to
surveys involving the Super Bezel mark.

ANSWER-

None at this time.

-11-
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fent 8y.: 01d World Industries; ) 847558 2250; Jan-31-02 3:06PW; _ Page 2/2

L g

PATTISHALL, McAULIFFE, NEWBURY,

HILLIARD & GE DSON
/______,__ :

“David C. Hﬂhard"
Sanjiv D. Sarwate

311 South Wacker Drive
Suite 5000 _
Chicago, Illinois 60606
(312) 554-8000 '

Attorneys for Opposers Splitfire
International, Inc. and Qld World
Industries, Inc.

YERIFICATION

I, Mike Shenda.n state that: ,
1) T am an officer of Old World Industries, Inc. and Sphtﬁre Intemahonal
~ Inc., and as such, am authorized to make this venﬁcanon,
2) That I have read Opposers' Answers to Applicant's First Set of
_ﬁnenogatoﬁes and know the contents thereof; and
3) Opposers' Answers to Applicant's First Set of Interrogatories are true to

the best of my knowledge or upon my information and belief.

This 3bey day of Sanuecy 2002,

Mike Sheridan

-15-

.
Received from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]

[

26



MAR 07 2003 6:24PM HP LASERJET 3200

MAY 29, 2002 LETTER FROM APPLICANT
TO OPPOSERS’ ATTORNEYS

'MAY 31, 2002 LETTER FROM OPPOSERS
TO APPLICANT’S ATTORNEYS

EXHIBIT 4
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FITCH, EVEN, TABIN & FLANNERY

ATTORNEYS AND COUNSELORS ATLAW
Established in 1859
Suite 1600 - 120 South LaSalle Street
Chicago, Ilinois 60603-3406

TELEPHONE (312) 577-7000
FACSIMILE 12 577-;007

PETTI@F! IT CHEVEN OOM
CALIFORMA OFFICE COLORADO OFFICE WASHINGTON, D.C. OFFICE
4250 EXECUTIVE SQUARE SUITE21 {801 K STREET, N.W.

. SUITE 510 . 1942 BROADWAY SUTTE 40IL
SANDIEGO, CA 92047-3105 BOULDER, CO 80302 WASHINGTON, D.C. 20006-1201
TELEPHONE: (619) 552-1311 : TELEPHONE: (303) 402-6966 : TELEPHON'E: (202) 789-4900

May 29, 2002

Via Facsimile and Hand Delivery

Sanjiv D. Sarwate, Esq.

Pattishall, McAuliffe, Newbury, Hilliard & Geraldson
311 South Wacker Drive, Suite 5000 '

Chicago, IL 60606

Re:  Old World Industries, Inc. and Splitfire International, Inc.
" v Auto Meter Products, Inc.
Opposition No. 150,094
Qur File No.: 7222-69477

Dear Sanjiv:

Following up on our telephone discussion this morning, we have reached an agreement on the
following discovery issues: '

1. Old World/Splitfire will agree to the standard TTAB protective order. An “original” of the
Protective Order that I sent to you on May 16,2002 is enclosed with the confirmation copy
of this letter. Please return it and we will file it with the TTAB.

2. All documents will be produced and written discovery responses supplemented by the
current close of discovery, June 7, 2002.

3. The parties will agree to a deposition schedule that will conclude all depositions by June
30,2002. You suggested that Old World/Splitfire produce its witnesses during the week
of June 17 to June 21, 2002 and that Auto Meter produce its witnesses during the week of

Received from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]
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Sanjiv D. Sarwate, Esq.

May 29, 2002

Page 2

June 24 through June 28, 2002. We will have to discuss this proposed schedule with our
client and expert.

The parties also will identify the witnesses to be deposed and a schedule for each witness -
by the current close of discovery on June 7,2002. Auto Meter reserves the right to take
follow-up depositions, if necessary, in view of the limited persons identified by Old
World/Splitfire (2 people) with knowledge concerning their claims.

By Friday, May 31, 2002 you will inform us whether Old World/Splitfire will identify an
expert witness. In the event Old World/Splitfire identifies an expert, you have asked for
additional time after the June 7, 2002 discovery cut-off to permit the expert to prepare and
serve an expert report. You asked for two additional weeks, or until June 21, 2002. We
agreed to discuss the extension with our client, once we learn whether Old World/Split Fire
intends to identify such an expert.

The underlying documents referenced in the report by Auto Meter’s expert, John Bunge, are being
prepared for production and are available for pick up by your copy service, pursuant to our previous
correspondence.. Per your request, we are also enclosing with the confirmation of this letter a color copy
of the survey exhibits.

PTP/blm

Very truly yours,

FIT VEN TABRN-& ELANNERY

Phillip T. Petti

cc: Chuck Nalls, Esq.
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PATTISHALL, MCAULIFFE, NEWBURY, HILLIARD & GERALDS ON

ATTQORNEYS AT LAW

SUITE 5000 ALEXANDRIA, VA OFFICE

TH WACKER DRIVE
SAN];:lzDs-s4S¢:7‘66’A1E :I;:CSAOGUO, FLLINDQIS 60606 L[;::géﬁléésgllo IEJ?A‘?}_:Hq
(312)554- . . (312) 554-8000 4 y N S50
ssarwate@pattishall.com FACSIMILE . ‘7[::1":::.3":'{:50
{312) 554-8015 ALEXANDRIA {703) 684-7888
""’“' XPLTI o, '
LURMIRNAIIIO] May 31, 2002
VIA FACSIMILE (312) 577-7007 -
Philip T. Petti, Esq. - o
Fitch, Even, Tabin & Flannery - E 23
120 South LaSalle Street - 525;3‘
" Chicago, Illinois 60603-3406 4 s g
* B >
Re:  Old World Industries, Inc. and SplitFire International, Inc. v. i-_?:-’

Auto Meter Products, Inc.
Opposition No. 150,094
Your File No. 7222-69477
Our File No. 00971-00002

Dear Phil:

I have received your letter of May 29,. 2002. Enclosed is a signed copy of the p_rbtecti.ve
order. I understand that you will sign it and file it with the Board.

I have spoken with my élient and confirmed that we will be presenting Mike Sheridan as
the witness under Rule 30(b)(6) for all topics identified in Auto Meter's notices of deposition. I
have also confirmed that Mr. Sheridan is available on June 17, 2002 for deposition. I understand
that you are confirming your witnesses' availability during the week of Iphe 24,2002,

With respect to identifying aﬁ expert witness, we note that we only received the raw data
supporting the survey late on the afternoon of Thursday, May 30, 2002, Reviewing and making a
determination as to whether we will call an expert witness by Friday, May 31, will therefore be
impossible. Furthermore, the Trademark Rules of Practice do not require production of an expert
report or that an expert witness be retained or disclosed during the discovery period in order to be

permitted to testify. 37 CFR §2.120(a); White Consolidated Indus., Inc. v. Royal Appliance Mfe.

Received from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]
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Philip T. Petti, Esq. ' 2 R May 31, 2002

Co., 2000 TTAB LEXIS 363 (TTAB 2000), Touch Tel Corporation v. AirTouch
Communications, 1999 TTAB LEXIS 313 (TTAB 1999). .

We agree that the parties will produce all non-privileged and otherwise non-obj ecﬁonable
responsive documents in their possession and supplement written discovery responses to the
extent necessary by June 7, 2002. Old World and SplitFire specifically reserve the right to
conduct discovery of third parties after June 7, and to supplemént any answers to written

discovery after June 7 if required by Rule 26(e).

Sincerely yours,

=

/

Sanpv D. Sarwate
SSftep

Received from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]
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APPLICANT’S FIRST NOTICE OF DEPOSITION
OF OLD WORLD INDUSTRIES, INC.
'PURSUANT TO RULE 30(b)(6)

EXHIBIT 5

ceived from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]
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Attorney Docket No. 7222-69477

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Apphication Serial No. 75/437,081: MISCELLANEQUS DESIGN
(Super Bezel)

Published in the Official Gazette of June 5, 2001 in International Class 9
OLD WORLD INDUSTRIES, INC., |
and

SPLITFIRE INTERNATIONAL, INC.
' Opposition No. 150,094

Opposérs
ey 2 8@42
AUTO METER PRODUCTS, INC.,

uvvuv‘vvvvvv

Applicant,

APPLICANT'S FIRST NOTICE OF DEPOSITION OF
- OLD WORLD INDUSTRIES, INC. PURSUANT TO RULE 30(b)(6)

To: Sanjiv D. Sarwate
Pattishall, McAuliffe, Newbury, Hﬂlzard & Geraldson

311 South Wacker Drive
Suite 5000
Chicago, IL 60606
PLEASE TAKE NOTE that, commencing at 10:00 a.m. on May 20, 2002
and continuing until completed, at the offices of Fitch, Even, Tabin & Flannery, 120
South LaSalle Street, Suite 1600, Chicago, IL 60603, or at such other place a.nd time as
- may be rnutuallv a greeable, applicant, Auto Meter Products, Inc. (“Auto Meter") will

will take the deposition of Opposer , Old World Industries Ic. ("Opposer"), in accordance with

Rule 30(1x)(6), Fed.R.Civ.P., concerning the subject matters set forth in the attached Schedule A

FTceived from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]
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Opposer is requested to designate in writing at least three (3) days before the start
of the deposition, one or more employees, officers, agents or other persons who consent to testify
on its behalf, and to identify for each such person the matters set forth in Schedule A on which
that person will testify; and to cause each witness to inform himself on each identified matter as
to what information is known or reasonably available to Opposer to the extent provided for in
Rule 30(b)(6), Fed.R.Civ.P. In addition, each designated person will be examined as to their
personal knowledge _regardin g information relevant to this.action. | |

The deposition will take place upon oral examination before a notary public or
other officer authorized by law to administer oaths and will continue from day to day until
complgted, with such adjournments as to time and place as may be necessary. The deposition

will be recorded by sound and video means.

Dated: May 3, 2002 AUTO METER PRODUCTS, INC.

Philip T. Petti
Sandra V. Scavo
Fitch, Even, Tabin & F lannery

120 South LaSalle Street

Suite 1600 '

Chicago, Ilinois 60603-3406

312-577-7000

Attomeys for Applicant

281149

Rdceived from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]
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10.

1L

SCHEDULE A

Opposer shall designate one or more officers, directors, managing agents or other persons

to testify in its behalf as to the following matters known or reasonably available to Opposer:

All of the automobile accessories and gauges having a bezel 1o hold a protect the cover of
the gauges manufactured by Opposer.

All of the automobile gauges Opposer intends to manufacture, market and sell in
commerce having a bezel to hold and protect the cover of the gauge. ‘

All of the gauges Opposer sells in competition with Auto Meter’s gauges.

All of the gauges sold by Opposer and others that include the bezel for which Auto Meter
is seeking registration and claiming secondary meaning (i.e. the Super Bezel).

Any information related to the facts, evidence and contention that Auto Meter’s use of the
Super Beze! has not been substantially exclusive and does not indicate that Auto Meter is
the source of the gauges.

All facts, evidence and allegations supporting Opposer’s allegation that the Super Bezel
serves as omamentation for a gauge. ' :

All facts, evidence and allegations éupporting Opposer’s allegation that the Super Bezel -
is merely functional and does not serve as a trademark. :

All facts evidence and allegations supporting Opposer’s allegation that the Super Bezel is
not entitled to registration as a trademark.

All facts, evidence and contentions supporting Opposer’s allegation that it will be injured
by the registration on the Principle Register of Auto Meter's SUPER BEZEL mark.

Identity of, and all facts, evidence and contentions supporting any other allegation of
Opposer that Auto Meter should not be permitted to register it’s Super Beze!l mark on the
Principle Register. '

All facts and evidence concerning the design and development of Opposer’s bezel(s)
used on Opposer’s meter and gauge products, including without limitation the bezel
identified by Opposer that includes the bezel for which Auto Meter is seeking registration
and claiming secondary meaning (i.e. the Super Bezel mark).

- Opposer's first knowledge of Auto Meter’s Super Bezel mark and Auto Meter's products

using Auto Meter’s Super Bezel mark.

Opposer’s advertising, promotion, offers to sell and sell of meter and/or gauge products
with a bezel(s), including without limitation the bezel identified by Opposer that includes
the bezel for which Auto Meter is seeking registration and claiming secondary meaning

cheived from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]
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(i.e. the Super Bezel mark) and specifically Opposer’s first use, advertising, promotion,
offer to sell and/or sell of products with bezels in an interstate commerce, as well as, an

intrastate commerce.

The persons responsible for and involved in designing Opposer’s bezel designs that -
includes the bezel for which Auto Meter is seeking registration and claiming seécondary
meaning (i.e. the Super Bezel mark).

The channels of distribution and sell of Opposer’s meter and gauge products with a bezel
that includes the bezel for which Auto Meter is seeking registration and claiming
secondary meaning (i.e. the Super Bezel mark).

The source, designer and/or manufacturer of Opposer’s meter and gauge products with a
bezel that includes the bezel for which Auto Meter is seeking registration and claiming
secondary meaning (i.e. the Super Bezel mark).

The sales and margins of Opposer’s meter and gauge products with a bezel that includes
the bezel for which Auto Meter is seeking registration and claiming secondary meaning
(i.e. the Super Bezel mark).

The officers, directors, managers and managerial structure of Opposer.

The relationship between Old World Industries, Inc. and Spilitfire International, Inc.

eived from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]
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CERTIFICATE OF SERVICE

This is to certify that a copy of the foregoing Appli‘cant’s Notice of Deposition of
OLD WORLD INDUSTRIES, INC. PURSUANT TO RULE 30(b)(6) was caused to be served
on counse) for Opposers in the manner set forth below and addressed to:
Via Hand Delivery
Sanjiv D. Sarwate
Pattishall, McAuliffe, Newbury, Hilliard & Geraldson
311 South Wacker Drive

Sutte 5000
Chicago, 1L 60606

 this 37 2 dayof M 1_ , 2002.

177]/’1/'7/4/ (L

ttorney for Applicant

Regeived from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]
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JUNE 17,2002 DEPOSITION TRANSCRIPT |
OF MICHAEL SHERIDAN
(pages 9-12, 104, 105 & 118-119 only)

EXHIBIT 6
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BSA OLD WORLD-SPLITFIRE AND AUTO METER MICHAEL SHERIDAN 6/17/2002 XMAX(Y]
Page 1 ’ Page 8
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AND APPEAL KOARD “ Hichse) Sheridan
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16 -2 10
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esa OLD WORLD-SPLITFIRE AND AUTO METER MICHAEL SHERIDAN 5/17/20_02 XMAXE)
Page 9 Page 11 |
{1) to answer any pending question. But we wil! (1) A.Yes. '

2) tryto be reasonable in allowing breaks and
{3) interruptions as necessary. Do you understand
(4) that? '
(5) A. Yes.
6y Q. Allright. Now, 1also need to have
(7) you make sure that you give an audible answer.
(8) A. Yes.
(9) Q. In other words, a spoken answer, nods
(10) of the head, shrugs of the shoulders are
(11) difficult for the court reporter to plck up
(12) accuratety.
(13) A. Yes. S
{14) Q. Allright. Do you understand that you
(15) have been designated by Old World and SplitFire
(1€) to testify on thelr behalf?
(17) A. Yes.
{18) MR. PETTI: And ! wlil mark as Auto
{(19) Meter's Deposition Exhibit AM-1, the
(20) Applicant's First Notice of Deposition of
{21) SplitFire International pursuant to rule
(22) 30(b)(6).
{23) As AM-2 Auto Meter's Second Notice of
(24) Deposition of SplitFire International pursuant

(2) Q. Are there any topics that you: a.re not
(3) prepared to testify about?
(4) A. Not at this point.
(5) Q. And do you understand that In
(6) testitying on behalf of SplitFire and Old World
(7} as a Rule 30{b)(6) witness you are 1o testify
(8) based onyour personal knowledge, all knowledge
() reasonably avallable to both companies, is that
(10) correct? !
{11) A, Yes.
{(12) Q. Now, if you would turn to a AM-2,
{(13) which Is the Second Notice of Deposition, and |
(14) ask you if you would turn to Schedule A. Are
(15) you prepared to testlfy to each of those
(16) topics?
(17} A. Yes.
{18) Q. Are there any topics you feel that you
(19) aren't prepared ta testify on?
(20) A. Notat this point.
(21) Q. if you would turnto AM-3, this Is the
(22) First Notice of Deposition of Old Warld Are
(23) there any topics, are you prepared ta testify
(24) oneach of these topics?

‘ Page 10
(1) to rule 30(b)(6).
{2) As AM-3 Applicant’s Second Notice of
(3) Deposntnon let me strike thal, As Auto
(4) Mster 3 Applicant’s First Notice of Deposltion
(%) to Oid World Industries pussuant to rule
{8 30(b)(s).
{7) And as Auto Meter Exhiblt AM-4
(8) Applicant's Second Natice of Depastition of Old
(8) World Industries pursuant to rufe 30(b){8).
(10) (Marked Auto Meter Exhibits
{11) No.AM-1, AM-2, AM-3 and AM-4.)
(12} BY MR. PETTI:
(13) Q. Have you seen these notices of
(14} deposition before?
{15) A. Yes.
(18) Q. And attached to each of these notices
(17) Is a schedule of topics. Are you aware of
(18) that?
(19) A, Yes.
{20) Q. Now, turning flrst to Auto Meter's
{(21) Exhibit AM-1, which Is the first notice of
{22) deposition to SplitFire, and Schedule A of that
(23) notice, are you prepared to testify in each of
(24) thetopics in Schedule A?

Page 12
{1) A.Yes.
{2) Q. Are there any topics that you fee! you
{3) are not prepared to testify on?
(# A, Not at this point.
(5) Q. And i will askyou to turn to AM-4,
(6) which Is the second notice of deposition to Old
{" World Industries. Are there any topics in this
{8) notice that you feel you are not prepared to
(9) testify on?
(10) A. No. :
(11) Q. When did you start with Qld World
(12) Indusiries?
(13) A. August of '98,
(14) Q. What was your position when you
(15) started with Cld World?
(16) A. SplitFire Brand Manager.
{17) Q. Was ltatthat time you also became a
(18) SpiitFire employee?
(19) A.Yes.

'(20) Q. What product lines did you manage as

(1) the SplitFire Brand Manager?
(22) A. Spark plugs, wire sets.
(23) Q. Anything else?

(24) A. No.

Longoria Coun Reporting
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(2) Q. That curves besides the bezet and

(3) contacts the casing, correct? .

(4) A, Yes.

(5 Q. Andthose are the only two aspects of
{8) the Super Bezelthat actually haold the glass en
(1} the case, correct?

8 A.|believe so.

(8) Q. And you could cut that bezel In half

(10) and t would be equally geod holding the ~
{11} A. Holding the glass In place?

(32) Q. Yes.

{13) A. Yes.

(14) Q. Okay. Infact, as faras the functlon

{18) of holding glasses in place, It has nothing to
(16) do with the height of the bezel, carrect?
{17) A. Yes, that's correct.

{18) Q. It has nothing ta do with the

(18} curvature onthe outside of the bezel?

(20) A. Corract.

{21) Q. it has nothing to do with the

(22) curvature of the inside of the bezel?

(23) A. Correct,

(24) Q. Now, you aiso state that the Super

{2) Q. Sothatthis particular helghtofthe |
(3} Super Bezel! is not determinative of the
(4) function of protecting the cover?

(5} A. Semewhat, | think thatIs limiting.

(8 Q. Soyou could cut that bezel in half,

{7) and cut it by a third, you could cut it by ten
(8) times? ,
(9) A. Anything above the height of the {

(10) glass. ;

(11) Q. Sothe particular height of the bezel

(12) isn'timportant in the function of protecting

{13) the cover as long as it's higher than the

(14) glass?

(15) A.!agree somewhat.

(18) Q. And the curvature of the outside of

(7) the bezel has nothing to do with protectlng the

(18) glass, correct?

(18) A.lagree,

{20) Q. And the curvature of the inside has

(21} nothing to do with protecting the glass? !

{22) A. Right.

(23) Q. Now, in your notice of oppesition you '

(24) don'tsay anything about glare. But|

BSA : QLD WORLD-SPLITFIRE AND AUTO METER MICHAEL SHERIDAN 6/17/2002 _ XMAXZ6)
’ Page 101 Page 103
(1} guess. - (1) A.ltmay, in someinstances. i

Page 102

(1) Bezelreduces the likelihood that the

(2) protective coverwlli break. Do you see that
i (3) Inyour notics of opposition?

(4) A. Which number are you at?

(8) Q. Thatwouid be paragraph 14.

(6) A. Yes, | ses that,

{7) Q. And the protective cover you are

| (8) talking about s the glass, correct?

(3] A. Correct.

10} Q. Al right. Now, tha part of the Super

{11] Bezelthat supposedly reduces breakage on the
12) face rejates to the height of the bezel,

13) correct?

14) A. Tha depth, yes, absolutety

5} Q. And the function of protecting the

6) coverls served by any portion of the bezel

T e > e

~—

17) thatls above the face of the cover, correct?
(18) A. Yes.
(1{9) Q. It could be a 16th of an inch?
(zlo} A. [t couid.
(‘;’g) Q. Al right. In fact, whetheritis .

) tall, orshort, as long as It's above the face -
(23) of the bezel it could serve that funct!on.

(2 ) correct?

Page 104

(1) understand from your testimony and from other

(2) statements by SplitFire and Old World that the

(3} glare Is another function?

(4) A.1tis atunction of the height. It

(5} helpsto cut glare down. '

{6) Q. And what is tha basis for saying that

(") the bezel has any effect on glare?

(8) A. Well, youare In a dash situation, f -

{9) youwere driving In your caryau would have a,
(10} we talked about OEs for a littie while. The OE
{11) dash has a cover aver the top of it, if you
(12} will, on many designs.

(13) Andthat's the same principle, is to

(14) reduce the glars from direct sunlight or

(15) indirect sunlight, bright light, if you will,

(16) Youare bouncing against, if It is clean, a

(17) talrly glare producing material, being glass,
(18} And the higherthe bezel the more of a shadow
(19) youcan castonthatglass.

(20} Q. Havs you done any engineering studies

(21) to determine whether the Super Bezel s better
(22) or worse In protecting agalnst glare as other
{23) bezel designs?

(24} A.Nq, justirom a practical standpalnt.

Pa 'ie 101 to Page 104
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Page 105
(1) Q. Doyou have any background froma
(2) sclentific or a practical standpolnt that would
{3) allow you to say that the Super Bezel is better
(4) at preventing glare than other bezel deslgns?
\ . (5) A.No.
{6) Q. Soastaras the glare protectlon
(7) aspect, that is an assumption on your part,
(8) thatitis better at protecting glare than
(9) otherbezel designs? .
(10} A. Practical assumption.
(11) Q. And the factthat it pratects glare in
(12) your view is because it s ralsed above the
(13) face of the glass? ’
a . (14} A. Absolutely .
3 (15} Q. Soany bezelthat Is raised above the
| {16) face of the glass would have a glare?
(17) A. It would help.
(18) Q. Allright, Now, whati don'tseein
(19) any of your statements here is the
(20) dlsadvantages of the Super Bezel. Areyou
{21) aware of any disadvantages of the Super Bezel?
(22) A. No. - ’
(23) Q. How abous collecting dit, that's a
(24) disadvantage, isn't#?

Page 107 |

(1} Q. And the Super Bezel also blocks light,

(2 blocks the view of the gauge it It Is setatan

(8) angle from the driver, lsn't that nghr?

{4) A.ldon'tbslievethatto betrue,

(5) Q. Have you ever seen one of these gauges

6) setuplinacan

(" A. Sure.

(8) Q. Have you actually sat In the dslver's
"(s) seatand looked atthe gauges? \
(10) A. Sure.
(11} Q. And have you seena setup whare all
(12) the gauges were mounted flat agairist the view?
(13) A. Like a race car, absalutely.
{14) Q. And have you noticed that the Super
(18) Bezel can block the view of the gauge?
(16) A. Notsltting inthe seat. Maybe
(7 looking In fram, you know, If you looked Intoa
(18) car from standing outside of it that could be
(18} anlissue.
(20) Q. And the Super Bezel would black the .
(21) view of the gauge more thana bezel that was
{(22) -shonrter, for example?
(23) A. it may. '
{24) Q. The Super Bezel Is, infactthe

‘Page 106
(1) A. Anyflat surfaca ina car collects
- (2) dirt.
‘ - (3) Q. And the Super Bezel is raxsed oft the
(4) face ol the glass, isn’'tit?
(8) A. It comes tight to the glass. They
(6} connect. | mean, let's face it, the Inside of
(7) the bezel anany meter is touching the glass.
8 Q.1didn't ask a very good question,
(8) The height of the bezsi raises it abovethe
(10} surface of the glass, right?
(11) A. Yes.
{12) Q. And when It is mounted in & car that
(13) bezel itself can collect dirt and debris?
(14) A. Absolutely.
‘ {16) Q.’And infact, it wlil collect more dirt
| (16) and debris if it is taller, higher thanthe
‘ (17} glass?
(18} A. Correct.
(18} Q. Than one that would be shorter?
{20) A. Yes.
{21) Q. And that would be a disadvantage of
(22) the Super Bezel compared to bezels that are
{23 shorter? '
(24) A. Correct,

Page 108
{1) SplitFire bezel is made out of aluminum
(2} matedal? -
{3) A. Brushed aluminum.
{4) Q. And if you made either one of those
() bezels smalier and flatter it would take less
{6) material to make the bezel, Isn'tthat right?
{n A. It might, yes.
(8) Q. Sothese two bezels are more expensive
(®) thanthe smalier, flatter bezels, isn't that
(t0) right?
(11) A, Froma materlals stand paint, yes.
(12) Q. Are.you familiar with the taoling that
(13) is used to make these two bezels?
(14) A. No. I believe it is a press, it
{15) presses it down.
{16) Q. And are you familiar with the amgunt
(17) of wearthatis Incurred during the manufacture
{18) ofthese bezels?
(19) A. No.
(20) Q. So you don't know whether It is more
(21) expensive to manufacture these bezels from the
(22) toolmaker's standpoint than the smaller,
(23) flatter hezels?
(24) A. No, I don't know that.
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Page 117

(1) anyone else has trademark rights to the bezel
{2} shown in that SAE document?

(3) A. No,|don'tbelieve that to be true.

{4) Q. lam not sure if we have too many nots

{5) inthat. Let me ask that question again, It

(8) is your understanding that are there no

{7) trademark rights to the bezel shown inthe SAE
{8) document?

(9) A. Correct,

(10) Q. On the Stewart Warner and the SAE .
(11) bazel, that also has the function of holding
(12) the glass in place, correct?

(13) A. Correct,

(14) Q. And It has a construction for holdlng

| (15) the glass In place that Is different than the
. (16) Auto Meter construction, Isn't that right?

L (17) A. Yes.

L (18) Q. Aliright. And it also has a raised

(18) portlan, true?

| {(20) A. Somewhat,

5‘ '21} Q. And that ralsed portion protects the

22y glass from injury?
3; A. Probably less than the, the higher you
 (24) gothe more protection itIs going ta offer the

BSA OLD WORLD-SPLITFIRE AND AUTO METER MICHAEL SHERIDAN 6/17/2002

Page 118 i
(1) actually mounted in a car to determine whether
() Infactthey're blocking glare? .
(3) A.No. :
{¢) Q. Now, as far as the abliity to prevent
(5) damage to the glass, have you done any studiss,
(5) or ls there any evidence that Oid World or
(") SplitFire has available to them that the bezel
{8) they use or any of these bezels, actually, .
{s) protectthelr covers from damage? \
(10} A. No. \
(11} Q. Have you received instruments with
(12) broken covers?
(13) A. No, slr.
(14) Q. Have you done - all right. Soyou
(18} never had a broken instrumentto try ta
(18) determine how the damage occurred?
(17} A. No, slr,
{18) Q. So would It be falr to say that Old
{19} World and SpiitFire have no evidénce thatin
(20) factany of these bezels really da protect -
(21) againstdamage whenthey are in use?
(22) A. Correct.
{23) Q. And they are in packages while they
{24) sitonthe shelt? ’

’

_ Page 118
(1) glass.
(2} Q. It has a ralsed portion that protects -

_— e -~

(3) plass from Injury?

i (4) A. Correct.

(5) Q. And also that raised portion would

(8) alsa reduce glarg, true? '

{7) A. This will probably reduce no glare.

{8) Q. And why do yau say that?

(8) A. It 1s not deep enough.

10) Q. Da you have any sclentific evideacs ar
11) studies to show that it Is better or worse?
2} A. No, 1 do not.

13} Q. As far as the glare blockmg ability

4} ot any of the bezels that you have seen, you

~

(15} have done no studies to establish that they do
(18) block glare when they are instalied in an

{17) automobiie?

(18) A. The direct light right there, you tell

(13) me which one is causing more of a shadow? |
(20) can't getthe light exactly.

(21) Q. | don't want to testity. Butmy

(22) question is you have done no studies?

(23) A. Ng, | have not,

(24) Q. Youhaven't studied them In a car,

< Page 120
(1) A. Carrect.
{2) Q. And the packages are designed to
(3) protectthe entire instrument from damage?
) A.Yes.
(5) @ And In the packages the beze!s aren't
(&) going 1o be protacting anything from damage,
(7) that's what the packaging Is supposed to do?
{8) A.Yes.
) Q.lam going to mark a few other
(10) instrumerts hera and ask you if you recognize
(11) these. Beforel get to that, is Stewart
(12) Warner's product still being sold?
(13) A. To the best of my knowledge, yes.
(14) Q. ltis one of your competitors?
(15) A. |l would say yes,
(18) Q. Aliright. And you don't have any
(17} Information suggesting that the Stewart Warner
(18} Instrument with a bezel that we ses here, the
(18) SAE bezel, Is anymore desirable or less
{20) desirable to purchasers, do you?
(@1) A, No.
(22) MR. PETTI: All ight, I'l mark as
(23) Exhibit AM-16 an oll gauge with the name Sunpro
(24) ont.

Paﬁe 117 to Page 120
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Attorney Docket No. 7222-69477

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 75/457,081:  MISCELLANEOUS DESIGN
o : (Super Bezel)
Published in the Official Gazette of June 5, 2001 in International Class 9
OLD WORLD INDUSTRIES, INC.,, )
. )
and )
A )
SPLITFIRE INTERNATIONAL, INC. ) .
- ) Opposition No. 150,094
Opposers )
. : )
AUTO METER PRODUCTS, INC,, )
' )
)

Applicant.

APPLICANT'S RESPONSE TO OPPOSER OLD WORLD
NDUST NC.’S FIRST SET OF IN OGATO
Applicant, Auto Meter Products, Inc., (“Auto Meter™) prowdes the following response to Old

World Industries, Inc s First Set of Interrogatories to Apphcant through undersngned counsel

subject to the following general and specific objections.

GENERAL OBJECTIONS

1. Auto Meter objects to the definitions and instructions to the extent that they exceed the |

requirernents of the Federal Rules of Civil Procedure, In particular, Auto Meter objects to providing

sﬁpplemental responses to the extent they are not required by Federal Rules of Civil Procedure 26(e)
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RESPONSE:

Subjeci to the general objections above, the Super Bezel mark was developed and first uséd
by Auto Meter in connection with automotive gaugeé and tachometers since at least as early as 1968
and was used in commierce at least as early as 1968.

3. Identify the persons most knowledgeable about applicant’s adoption and use of the
Bezel Design.

SPONSE:
Auto Meter iderﬁiﬁes John'V, Wcstberg;
4. Identify the persoxvx‘s‘ most knowledgeable about applicant’s inarketing and sales of
products incorporating the Bezel Design.
BESEQNSE:‘. ,
Auto Meter identifies John V. Westberg and Rolan Worthan. |

5. Identify each person participating in the preparation or approval of advertisements
or promonons of products that applicant sells that incorporate the Bezel Design.

RESPONSE:

Objection. This interrogatory is overly broad and unduly burdensome because it calls for the
identity of every person and/or company involved with the advertisement and promotibn of Auto
Meter’s praducts, including those using the Super Bezel mark, for over the past thirty years. Subj ect
to the foregoing and general ol:jections above, Auto Meter identifies John V. Westberg and Rolan
Worthan as knowledgeable concerning Auto Meter’s advertising and promotions of Auto Meter's
products featuring the Super Bezel mark.

6. State the amount of méney, by year, that applicant has spent or plans to spend for

cach type of advertising or promotion applicant has used or plans to use in connection with products
incorporating the Bezel Design.

ved from < > at 3/7/03 7:48:07 PM [Eastern Standard Time]



MAR 07 2003 6:31PM HP LASERJET 3200

C )

the end. user conémﬁers, such as racing teams, and other automobile owners and operators.
Examplesvof retailers that sell Auto Meter products are Summit, Jeg’s, Keystone, Reliable, Arrow -
and Competition Specialties. A detai]ed list of Auto Meter’s customers is highly confidential
business information, and, based on Opposer’s disclosed contentions, is not relevant to this
opposition.

16.  Identify all known purchasers of any product applicant sells that incorporates the
Bezel Design, including dealers, distributors and end-users.

RESPONSE:

Objection. This interrogatory is overly broad and unduly burdensome since “all known
purchasers” is virtually limitless. The request further calls for informatidn subject to the \;vorkl
product doctrine and calls for highly confidential business information that is not felevant to this

" case based on Opposer’s disclosed contentions. Subject to the foregoing objections and general
objections, sce response to Interrogatory No. 15. | | | |

17.  Identify all expert witnesses applicant anticipates calling to testify at any trial or
hearing in this action and the anticipated subject matter(s) of each such person’s testimony.

RESPONSE:

Objection. This interrogatory is premature and calls for privileged _information and work
| product. Auto Meter will identify expert witnesses as required under Fed.R.Civ. P. 26, should éuch
éxpert testimony be required after further discovery of Opposer’s contentions and th.. factual bases
tﬁerefor.

~ 18.  Identify all percipient witnesses applicant anticipates calling to testify at any trial or
hearing in this action and the anticipated subject matter(s) of each such person’s testimony.

\ .
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RESPONSE:

Objection. This interrogatory is premature and calls for privileged ihfonﬁation and work
product. Subject to the foregoing and general objectioné above, Auto Meter expects to call one or
more of the above-identified Auto Meter officers/employees at trial. Auto Metef will supplement
this response as may be required under Fed. R. Civ. P. 26, if necessary, after further discox}rery of
Defendant’s contentions and the factual bases therefor. |

. 19. Identify all individuals with knochdgc of matters related to any issue fn this
proceeding and the subjects on which they are knowledgeable. :

RESPONSE:

Objection. This interrogatory is overly broad and unduly burdensome since “matters related

to any issue in this proceeding” is virtually limitless. Subject to the foregoing and general objections

above, see the above-identified Auto Meter officers/employees and George Russell, Corporate Legal

Administrater for Auto Meter.

20.  Identify any utility or design patent known to applicant thet relates to the Bezel
Design. : _

RESPONSE:
None.

21.  Identify each person who provided information or documents for responses to the
above interrogatories or to opposer’s requests for production of documents.

RESPONSE:

Applicant identifies John V. Westberg and George Russell.

10
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Date: /f’ Lr‘-'. " J. ZE‘OL‘Z

Fitch, Even, Tabin & Flannery
120 South LaSalle Street
Suite 1600 ,
Chicago, Illinois 60603-3406
312-577-7000 '
Attorneys for Applicant
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JUNE 24, 2002 DEPOSITION TRANSCRIPT
| OF JOHN WESTBERG
(pages 81-88 only)
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OLD WORLD INDUSTRIES v AUTO METERS PRODUCTS
CONTAINS TRADE SECRET/COMMERCIALLY SENSITIVE

JOHN WESTBERG
June 24, 2002

CONFIDENTIAL

ESQUIRE, DEPOSITION SERVICES - CHICAGO
btp.//www.esquirecom.com
155 North Wacker Drive, 10th Floor
Chicago, IL 60606
(312) 782-8087 FAX:(312) 7044950

Original File 1vestl - 4tx1, 212 Pages
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p.52

JOHN WESTBERG
June 24, 2002

. Page 81 Page 83

m  Q: Geuting back to the SAE standards, the i meter or gauge that the glass piate on the gauge

@ SAE promulgates these guidelines for design of 2 remain intact?

P instruments? X A Yes.

#  A: Yes. #  Q: Why is that important? ,

B @ Inorder to be compliant with the SAE 1 A: Well,it's important to keep dirt out,

(8 guidelines, do you have to precisely meet each {6] moisture,

m one of them or -~ well, do you have to precisely m  Q: Okay. Does a higher bezel help protect

e} mect each one of them? @ the glass from damage from surface impucts?

® Al Well, should [ address that in terms of ®m A: From our experience, most glass
10 the bezel? ‘ g breakage comes from some sort of froatal impact.
1y Q: Just address it generally, just address ) The bezel has no effect as far as protecting the
117 it generally, 17 glass.And we sec just as much breakage with the
pa A: There's so many aspects of design, you 09 Super Bezel as we would sce with the SAE bezel.
14 know, We wualk about threads. You know, I mean m Q: Has Auto Meter actually done studies w
115 you can get into SO many aspects that it would be 15 determine this?
pre hard to answer, If you would like - f1)  A: I can't really - I'm not aware of what
tm  Q: Well, tet me try asking a question 17 sort of studies we've had on that, I do know we
(1) another way or asking a different question. Can _ {ve get significant - I mean, we do get glass
g one improve - strike that. ' 1s) breakage with the Super Bezel. And I had asked
2 Can one design an insttument which [} our repair manages, you know, if something hit as
121 performs better than the SAE guidelines or has f21) you showed across the bezel, which wowld be kind
123 characteristics thar are superior to the SAE “IP2 of a rare thing, if it's enough - the bezel is
@9 guidelines and still be considered compliant with 13 quite soft, it’s aluminum, and it would offer
{24) the SAE guidelines? 24 linle protecrion and the chances are it's still

Paga B2 Page 84

1 A: I'would believe so,although you'd have
2 10 prove that, that it was better. The SAE
®l guidelines are there based on expericnce. If you
14 could design within their gnidelines, experience
g has shown that you have a better product.
;. Imightjust say in terms of the bezel
1 design, if you Jook at the handbook, SAE
® handbock, in regards to the height of the bezel,
™ they show a maximum dimension. In other words,
19 they recommend it should not promrude out any
{1 farther than what they show as a rmaximum. And
17 there's reasons for that; for viewability, as the
9 bezel protrudes farther, the viewing becomes more
4 difficult. I the bezel is mounted inthe flar
(e sort of ap; -“cation, which many times they are,
g they can hold more water and tend 1o cause
- (17 leakage,
1'8) So for various reasons over years of
19 expericnce, they have established guidelines.
0y And like I said, the bezel itself is recommended
1214] 2 certain maximum heighr a0d no higher, which the
22 SAE bezel is fairly low as far as prouuding from
23 the glass.

In going to break the glass. S0 we can't - we've

@ never seen it as any sort of protection.

m Q: Now, there are a number of different

# ways that glass can break, correct, in the

1 sense - well, glass can crack, correct?

8 A: It depends on how hard you hit it

m Q; Orshatter?

® A Right,

#  Q: The breakage that you see on

{19 instruments that have the Super Bezel, is it

111 generally more cracking or shattering?

na  A: Well, cracking or shattering depends on

13t how hard it's hit. And we would sce ~ the glass
114 breakage witr the SAFE bezel would be the same as
119 the glass breakage we see with the Super Bezel,
0] In other words, I believe what you're

(7 getting at is that maybe with the lower bezel we
18} see more shattering and with the Super Bezel we'd
191 sce just a crack. But we sec the same breakage
o with the Super Bezel or with the lower bezel.
f21] mean, the glass breaks the same way.

=2 . Imight just say the one thing we do

123 scc as far as impacting, the Super Bezel, if

f24 somebody takes the gauge out or the achometer

24y Q: Is it important for the function of a
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1 and holds it and it slips out of their hand and
@ drops on the able or whatever before it's
pi installed, the Super Bezel becomes dented and,
w you know, kind of ruined, really, as far as
@ appeamance much guicker; whereas the SAE bezel,
(61 that could be dropped and you don't have a
n problem. So we actually have ~ you know,I
@ don't know if we've ever seen an SAE bezel come
@ back damaged. But we do get people retum the
119 Super Bezel beczuse it got dented. It's just
111 kind of - it's like too big and 100 easy to
12 hit. So it's really more of a detriment.
13 Q: Is it important for the use of the
14 instrument to reduce glare?
s A: Would you restate that again?
1  Q: In using - when 2 driver uses -~ has
17 these instruments in their car and is racing or
118; driving, is it important for them to be able to
p9y read the gauge?
o) A: Yes.

" @y Q: Does glare reduce the readability of

22 the gauge?

“@% A: When glare occurs it does.
249 Q: Okay. What are the different means for
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11 who is aver at the same angle. So that light

@ that comes in from the top of the windshield with
@) 20 SAE bezel that lights the dial better, in

() order to see that glare, you'd have to be down
& underneath the steering wheel down by your brake
s pedal to see the sun.It’s just like secing

o somebody over to the side with the mirror, you
& know, if you stand off to the side. Whereas the
™ only glare that the driver can scc if you have

(to} the instrument aimed towards you is the light
jt1) that is behind you. In other words, you have 10
1121 have that same angle. If you're looking at it

13 maybe 10 degrees off, the light would be

114 10 degrees off the other side would be the

115 light - the glare that you would sec, but the

18y bezel can't block that light.

1N Actually, if you were to make drawings

18 of this, you would find that you losc mote

(e vistbility of the dial than what you gain in

@) glare. What 1 have seen is thar you can losc the
@211 visibility of the whole numbers and division on
=z one side. Let's say it’s off to the right, you

3 could lose visibility of the wholc left portion
¢ of the numbers and divisions, while as far as

11 reducing glare in an automotive instrument?

@ A: Well, one possibility is use a frosted

m glass, but that almost - you fose almost as much

w; in the nonglare as what you gain. There are

s mechanical desigas in new cars to reduce glare.

&) The bezel itself does not reduce glare and

m actually inhibits some of the lighting of the

ta) dia! during day, daytime.

© If you had two tachometers mounted on
o) the dash, SAE beze] and the Super Bezel, lighs
1] comes from the windshield during the daytime to
i@ light that dizl The SAE bezel would have better
13 lighting of the dial because it's not sbaded from
114) the sun whereas the Super Bezel would tend 10
115 cause a shadow on the top r-art and make it not as
118) easy to see. Now, the glare 't would come off
(17 that sun with the SAE bezel - zing not shaded,

| g it's the law of physics, the law of light that

(g the angle of incidence that that light comes at
ro is equal 1o the angle of reflection.
1Y In other words, if you look in a

. Rz mirror, if you stand straight in front of it, you

23] can see yourself. If you get off to the side,

| R4 you can't see yourself but you ¢an see somebody

Page 86 . Page 88

11 glare, that light that may be coming from the
@ back on the side is maybe an cighth-inch glare, 1
@ mean, no protection. I mean, you lose actually
 more visibitity in the dial than you could cver
18] get any glare protection, which is why SAE says
i that there's 2 maximum amount of protrusion, if
o you look at that handbook.They say it shouldn™t
1# come out farther than so much because you
@ actually lose more visibiliry than what you gain.
pep  @: You said this instrument is made owut of

+4 aluminum, the one shown in Exhibit AM-7?

2z A: That bezel is aluminum.

py  Q: Is the SuperBezel typically made in

(4 aluminum?

5  A: Probably in most cascs.

g Q: Is any dying or coloring doie 10 the

117 Super Bezel after ~ let me strike that and ask

(18 the question a different way.

s How is the Super Bezel actually made or

o formed?

Ry A: Well, there's 3 dic that’s made that

2 forms the metal from a flat strip.

tz9  Q: That's d-i-e?

4 A: D+-e, right. That's standard

Page 85 - Page 88 (24)
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OPPOSER’S SUPPLEMENTAL ANSWER
TO APPLICANT’S INTERROGATORY NO. 25

EXHIBIT 9

!ived from < > at 3/7/03 7:48:07 PM [Eastern Standard Time)




iling__

that this correspondence is being deposited with the United States Postal
in an envelope addressed 10: Commissioner for Trademarks, Atin: BOX

Certificate of

P

-

jy cerlil

—Thereby
Service as first class mail

MAR

, 2002,

AP

- [ics “

2}(?35 13 on Junc 6,

Lok

ey

on, Virginia 2

SYNY I

TTABNO FEE, 2900 Crystal Drive, Axh;f(

07 2003 6:34PM

HP LASERJET 3200

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL'AND APPEAL BOARD

NEL R

gl

In the Matter of Application Serial ‘]&% 7&/&%@981: MISCELLANEOQOUS DESIGN

(Bezel)

Published in the Official Gazette of June 5, 2001 in International Class 9

OLD WORLD INDUSTRIES, INC,,
and
SPLITFIRE INTERNATIONAL, INC.

Opposers ,
‘ Opposition No. 150,094

AUTO METER PRODUCTS, INC,,

Applicant,

OPPOSER'S SUPPLEMENTAL ANSWER
TO APPLICANT'S INTERROGATORY NO. 25

Opposers Old World Industries, Inc. and Splitﬁre International, Inc. ("opposers"),
restate and stand by their previously-stated General Objections to applicant's

interrogatories.

Interrogatory No. 25

Identify all experts which have at any time been retained by Splitfire for
this Opposition, including their opinions and supporting bases and all
documents and information considered by the experts. :

ANSWER

Opposers object to this interrogatory to the extent it seeks information about consulting
experts, whose identity is protected by the work product doctrine. Subject to and without
waiving this objection, opposers intend to rely on the testimony of the following expert
witness: _

Professor Yoram (Jerry) Wind:
The Lauder Professor; Professor of Marketing
The Wharton School of the University of Peansylvania
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At this time, Professor Wind has not reached any final conclusions in this matter.
Although it is not possible at this time to identify all of the documents and information
considered by Professor Wind, the documents on which he will rely will include
Documents No. AMP(01692-001740, produced by applicant.

PATTISHALL, McAULIFFE, NEWBURY,
- HILLIARD & GERALDSON

By _ ) % ‘/.f——':’__.~
David C. Hilliard ™
Sanjiv D. Sarwate
311 South Wacker Drive
Suite 5000 .
Chicago, Illinois 60606
(312) 554-8000

Attorneys for Opposers Splitfire
International, Inc. and Old World
Industries, Inc.

CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing OPPOSER'S
SUPPLEMENTAL ANSWER TO APPLICANT'S INTERROGATORY NO. 25 was
_served upon: S

Philip T. Petti, Esq.

Fitch, Even, Tabin & Flannery
120 South La Salle Street
Suite 1600

Chicago, Illinots 60603-3406

via facsimile to (312) 577-7007 and first class mail on the 6® day of June, 2002.
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FITCH, EVEN, TABIN & FLANNERY

ATTORNEYS AND COUNSELLORS AT LAW

Established in 1859

SUITE 1600 - 120 SOUTH LA SALLE STREET
CHICAGO, ILLINOIS 60603-3406

TELEPHONE (312) 577-7000

FACSIMILE (312) 577-7007

DATE: March 7, 2003
FROM: Philip T. Petti

TO:  Name:
Company/Firm:
City/State/ Country:
Facsimile No.:

MESSAGE:

NOQ. OF PAGES:

DISPATCHED BY:

OUR FILE NO.:

David Mermelstein, Esq.
Trademark Trial and Appeal Board
Arlington, VA

(703) 746-7083

Cover + LS

Nancy F.
7222769477

The documents accompanying this facsimile transmittal cover sheet contain information from the law firm of
Fitch, Even, Tabin & Flannery which may be confidential and/or legally privileged. The documents are
intended only for the personal and confidential use of the addressee jdeptified above. If you are not the
intended recipient or an agent responsible for delivering these documents to the intended recipient, you are
hereby notified that any review, disclosure, copying, distribution or the taking of any action inreliance on the
contents of this ransmitted information is strictly prohibited. If you have received this facsimile in error, please
immediately notify the Firm so that we can arrange for the return of the original decuments to us. Thank you.
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FITCH, EVEN, TABIN & FLANNERY
ATTORNEYS AND COUNSELLORS AT LAW
Exstablished in 1856
SUITE 1600 - 120 SOUTH LA SALLE STREET
CHICAGO, ILLINOIS 80603-3406
TELEPHQNE (312) 577-7000
FACSIMILE (312)377-7007

CALIFQRNIA OFFICE
SUITE 250 - 9276 SCRANTON ROAD, SAN DIEGO, CA 9212i-7707
TELEFPHONE (858) 352-134)

WASHINGTON, D.C. OFFICE
SUITE 40t - 1801 K STREET, NW, WASHINGTON, 0.C. 2C006-1201
TELEPHONE (202) 419-7000

COLORADO OFFICE
SUITE 213 - 1942 BROADWAY, BAOULOER, COLORADO BC302
TELEPHONE {3023) 403-8966

March 7, 2003

VI4 FACSIMILE (703) 746-7083

David Memmnelstein, Esq.

Interlocutory Attomey

Trademark Trial and Appeal Board

United States Patent and Trademark Office

CHRISTOMHER E. GEORGE"
SCOTT 4. MENGHINI®
EOWARD £. CLAIR
SANDRA V. SCAVQ
JON A, BIRMINGHAM
RUDY KRATZ

RAMON R. HOCH"
JOHN E. LYHUS
BTEVEN M. FREELAND®
DONNA E, BECKER
SEAN R. O'COwWD*
MICHAEL G. VRANICAR
BRIAN S. CLISE”

PATENT AGENTS

ERIC J, WHITESELL
JONATHAN H. BACKENSTOSE
LILIA (. SAFONDYV

OF COUNSEL
THOMAS F. LEBENS®

*NOT ADMITTED TO (LLINOIS BAR

Arlington, VA 22202

Re:  Old World Industries, Inc. and Splitfire
International, Inc. v. Auto Meter Products, Inc.
Opposition No. 150,094
Our File No.: 7222-69477

Dear Mr. Mermelstein:

Enclosed please find Applicant’s Motion to Strike Notice of Testimony Deposition of
Ram Date and For Entry of Protective Order for the above-referenced opposition. This Motion is
being filed with the Trademark Trial and Appeal Board to prevent the testimony deposition of
Opposers’ expert scheduled for March 14, 2003. Applicant respectfully requests a telephonic
hearing with the interlocutory attormey and Opposers in advance of that date.

Very truly yours,

FFFGH, EVEN, TABIN & FLANNERY
T .
- T/ ) g
" Petti

Philip

PTP/SVS/naf/reaa
encl.

cc: Sanjiv Sarwate

!
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